
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA751763

Filing date: 06/10/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91224230

Party Plaintiff
Pella Corporation

Correspondence
Address

PETER M ROUTHIER
FAEGRE BAKER DANIELS LLP
2200 WELLS FARGO CENTER, 90 S 7TH ST
MINNEAPOLIS, MN 55402
UNITED STATES
tmmpls@faegrebd.com, peter.routhier@faegrebd.com

Submission Motion to Suspend for Civil Action

Filer's Name Peter M. Routhier

Filer's e-mail tmmpls@faegrebd.com, peter.routhier@faegrebd.com

Signature /Peter M Routhier/

Date 06/10/2016

Attachments Pella Motion to Suspend.pdf(287823 bytes )

http://estta.uspto.gov


1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Pella Corporation, 

 

Opposer, 

 

v. 

 

Clopay Building Products Company, Inc., 

 

Applicant. 

 

 

 

 

Serial No. 86/500,569  

Opposition No. 91224230  

 

OPPOSER’S MOTION TO SUSPEND THESE PROCEEDINGS  

PENDING CIVIL LITIGATION 

 Pursuant to 37 C.F.R. § 2.117(a) and TBMP § 510.02(a), Opposer Pella Corporation 

respectfully requests that these proceedings be suspended pending the final determination of 

Pella Corporation v. Cloplay Building Products Company, Inc., Case No. 4:16-CV-294-JEG-

HCA, a federal trademark infringement suit currently pending in the United States District Court 

for the Southern District of Iowa (the “Civil Action.”). A copy of the Complaint in the Civil 

Action (without attachments), which was filed June 9, 2016, is attached as Exhibit A. 

When the parties to an opposition are engaged in a civil action that may have a bearing 

on the opposition, the opposition may be suspended pending the final determination of the civil 

action. See 37 C.F.R. § 2.117(a); TBMP § 510.02(a). The civil action does not need to be 

dispositive of the opposition for a suspension to be warranted; it need only have a “bearing on 

the issues before the Board.” New Orleans Louisiana Saints LLC and NFL Properties LLC v. 

Who Dat?, Inc., 99 USPQ2d 1550 (TTAB 2011) (“[T]he civil action does not have to be 

dispositive of the Board proceeding to warrant suspension, it need only have a bearing on the 

issues before the Board.”). It is the general policy of the Board to stay opposition proceedings 
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pending the outcome of related trademark infringement litigation. See 6 McCarthy on 

Trademarks and Unfair Competition  §32:47 (“It is standard procedure for the Trademark Board 

to stay administrative proceedings pending  the outcome of court litigation between the same 

parties involving related issues.”) 

This Opposition should therefore be stayed because the Civil Action will have a direct 

bearing on this proceeding. The Civil Action is a federal lawsuit, brought by the Opposer against 

the Applicant, for trademark infringement and dilution under the Lanham Act, 15 U.S.C. 1051 et 

seq., and related state law claims. See Exhibit A. It involves the same marks at issue in this 

proceeding— i.e., PELLA and CAPELLA—and associated federal trademark registrations. The 

Civil Action and this Opposition therefore share common issues rendering the suspension of 

these proceedings proper. See, e.g., General Motors Corp. v. Cadillac Club Fashions Inc., 22 

USPQ2d 1933, 1936-37 (TTAB 1992) (Motion to suspend Board proceedings granted because 

“[a] decision by the district court will be dispositive of the issues before the Board.”);W hopper-

Burger, Inc. v. Burger King  Corp, 171 USPQ 805, 805 (TTAB 1971). 

Opposer Pella Corporation therefore respectfully requests that these proceedings be 

suspended pending the final determination of the Civil Action. 

Dated this 10th day of June, 2016 

Respectfully submitted, 

    FAEGRE BAKER DANIELS LLP 

    By: /s Peter M. Routhier/   

Peter M. Routhier 

2200 Wells Fargo Center  

90 South Seventh Street  

Minneapolis, Minnesota 55402  

Telephone: (612) 766-7000  

Facsimile: (612) 766-1600  

peter.routhier@faegrebd.com  

Attorney for Opposer Pella Corporation 
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CERTIFICATE OF SERVICE 

I do hereby certify that on this 10th day of June, 2016 a true and correct copy of the 

above and foregoing OPPOSER’S MOTION TO SUSPEND has been served via email, 

pursuant to the agreement of the parties, and U.S. Mail, to: 

 
April L. Besl  

Michelle Browning Coughlin  

DINSMORE & SHOHL LLP  

255 East Fifth Street  

Cincinnati, Ohio 45202  

(513) 977-8527-direct  

(513) 977-8141-fax  

april.besl@dinsmore.com 

 
/s/ Peter M. Routhier  

     

mailto:april.besl@dinsmore.com
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IN THE UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF IOWA 

CENTRAL DIVISION 

 

 

PELLA CORPORATION, 

     

Plaintiff, 

v. 

 

CLOPAY BUILDING PRODUCTS 

COMPANY, INC., 

 

                    

Defendant. 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

Case No.  ___________________ 

 

 

 

COMPLAINT AND JURY DEMAND 

BY PLAINTIFF PELLA 

CORPORATION 

 

 

 

For its Complaint against Defendant Clopay Building Products Company, Inc. 

(“Defendant” or “Clopay”), Plaintiff Pella Corporation (“Pella”) states and alleges as follows: 

NATURE OF THE ACTION  

1. This is an action for trademark infringement, false designation of origin, 

trademark dilution, unfair competition, and injury to business reputation arising under the 

Lanham Act, 15 U.S.C. § 1051 et seq., common law, and Iowa state law.  

THE PARTIES 

2. Plaintiff Pella is an Iowa corporation with its principal place of business at 102 

Main Street, Pella, Iowa. 

3. Upon information and belief, Defendant Clopay is a Delaware corporation with its 

principal place of business at 8585 Duke Boulevard, Mason, Ohio. 

JURISDICTION AND VENUE 

4. This Court has subject matter jurisdiction over Pella’s Lanham Act claims under 

15 U.S.C. § 1121(a) and 28 U.S.C. §§ 1331 and 1338(a).  This Court has supplemental 
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jurisdiction over Pella’s Iowa state law and common law claims pursuant to 28 U.S.C. 

§§ 1338(b) and 1367(a) because those claims are joined with substantial and related claims under 

the Lanham Act, and are so related to the claims under the Lanham Act that they form part of the 

same case or controversy under Article III of the United States Constitution.   

5. The exercise of in personam jurisdiction over Defendant comports with the laws 

of the State of Iowa and the constitutional requirements of due process at least because 

Defendant advertises, promotes, distributes, offers for sale, and sells its products, including 

under the infringing trademark CAPELLA, in this District.  See, e.g., Exhibit A.  Defendant has 

committed a tort in whole or in part in Iowa against a resident of Iowa, making the exercise of 

personal jurisdiction over Defendant proper. See Iowa Code § 617.3. 

6. Venue is proper in this District under 28 U.S.C. §§ 1391(b) and (c) because 

Defendant is subject to personal jurisdiction in this District and therefore resides in this District. 

GENERAL ALLEGATIONS 

A. PELLA and Its PELLA Mark. 

7. Pella is a family-owned company that has been in the business of selling windows 

and related products for ninety years.  Pella was initially known as the Rolscreen Company, and 

was most widely known for its “disappearing” ROLSCREEN® window screens.  Today, its 

name is the Pella Corporation, and it designs, manufactures, and sells a variety of windows, 

doors and related products throughout the United States and abroad. 

8. Since at least 1934, Pella has continuously used (and is today using) the 

trademark PELLA in connection with a variety of goods and services, including without 

limitation windows, doors, window screens, and rolling window screens. 
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9. Pella has invested great sums of money and substantial effort in establishing, 

promoting, and protecting the PELLA mark.  Through Pella’s continuous and extensive use and 

promotion of its goods under the PELLA mark, and through the exercise of control over the 

quality of those goods, the PELLA mark has amassed substantial and valuable goodwill and 

consumer recognition.   

10. The PELLA mark is famous and distinctive as it is widely recognized by the 

general consuming public of the United States and Iowa as a designation of the source of Pella’s 

products. 

11. In addition to robust common law rights in the PELLA mark, Pella owns the 

following federal trademark registrations, among others: 

Trademark Reg. No. Reg. Date Goods/Services 

PELLA 811,964 8/2/1966 

 

double hung windows, casement windows, awning 

type windows, stationary windows, double glazed 

sashes, sliding glass doors, folding doors, folding 

partitions, window screens, rolling window screens 

 

836,191 10/3/1967 

 

double hung windows, casement windows, awning 

type windows, stationary windows, double glazed 

sashes, sliding glass doors, window screens, rolling 

window screens 

 

959,646 5/29/1973 double hung windows, casement windows, awning 

type windows, stationary windows, double glazed 

sashes, sliding glass doors, folding doors, window 

screens, rolling window screens 

 

959,647 5/29/1973 double hung windows, casement windows, awning 

type windows, stationary windows, double glazed 

sashes, sliding glass doors, window screens 
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PELLA 4,197,287 8/28/2012 fabric window coverings and treatments, namely, 

curtains, draperies, sheers, swags and valances 

PELLA 4,608,705 9/23/2014 wholesale and retail store services and 

distributorship services featuring doors and 

windows and parts and accessories for doors and 

windows; organizing and conducting exhibitions in 

the field of doors and windows and construction 

services relating to the same for commercial 

purposes 

(the “PELLA Registrations”).  True and correct printouts from the USPTO website showing the 

current status and title for the Pella Registrations are attached hereto as Exhibit B.    

12. Under federal law, Pella’s nationwide priority in the PELLA mark dates back to at 

least as early as August 2, 1966. 

13. Pella has not authorized Defendant to use the PELLA mark, or any confusingly 

similarly mark, in any manner whatsoever. 

B. Defendant and Its Unlawful Acts.  

14. Defendant manufactures entry doors and garage doors for residential and 

commercial purposes.    

15. On January 12, 2015, Defendant filed an application to register the trademark 

CAPELLA in connection with window lites on an intent-to-use basis.  Specifically, Defendant 

filed application Serial No. 86/500,569 in International Class 19 for CAPELLA in connection 

with “Decorative window lites in the nature of glass and plastic panels for use in metal and non-

metal entry doors and as replacement units for such metal and non-metal entry doors; decorative 

window lites, side lites and transom lites in the nature of glass and plastic panels for use in metal 

and non-metal entry doors and as replacement units for such metal and non-metal entry doors.”  

(See Exhibit C.) 
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16. Pella informed Defendant of Pella’s superior rights in the PELLA mark by 

correspondence dated March 25, 2015.  Notwithstanding this and subsequent communications 

regarding Defendant’s confusing and wrongful use of CAPELLA, Defendant nonetheless 

declined to cease and desist from its use of CAPELLA.  

17. Instead, or around June 2015, Defendant added numerous decorative glass designs 

to its entry door line.  One of these designs is advertised, promoted, offered for sale, and sold 

under the CAPELLA name.  (See Exhibit D.)  

18. Because Defendant’s first use of CAPELLA occurred nearly half a century after 

1966, Pella has priority of right. 

19. Defendant’s use of the designation CAPELLA is likely to cause confusion, 

mistake, or deception in the market as to the source or origin of Defendant’s goods, to dilute the 

distinctive quality of the PELLA mark and weaken the association between the famous PELLA 

mark and the goods Pella offers thereunder, and to falsely suggest that Defendant and its goods 

are sponsored by, connected to, or associated with Pella, when they are not. 

20. Upon information and belief, Defendant commenced its competing use of 

CAPELLA with knowledge of the PELLA mark and Pella’s goods offered under the PELLA 

mark. 

21. By using the designation CAPELLA in connection with decorative window lites, 

side lites, transom lites, and related goods, Defendant is willfully and intentionally trading upon 

the goodwill Pella has at its considerable expense and effort developed in the PELLA mark.  

Defendant thereby has caused and is causing Pella substantial and irreparable harm and injury. 
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22. Pella has no control over the quality of the services Defendant provides under the 

CAPELLA name.  The invaluable goodwill represented in the PELLA mark is thereby 

wrongfully at Defendant’s mercy. 

COUNT I 

Infringement of Federally Registered Marks 

(15 U.S.C. § 1114(1)) 

 

23. Pella repeats and realleges the preceding paragraphs as if fully set forth herein. 

24. Pella’s PELLA Registrations evidence Pella’s exclusive right to use the PELLA 

mark in connection with the goods and services identified therein. 

25. Pella commenced use of the PELLA mark in interstate commerce prior to any use 

of the designation CAPELLA by Defendant. 

26. Defendant is not authorized to use the PELLA mark or any designation 

confusingly similar to or that in any way represents or implies that Defendant and/or its goods 

are in any way associated with Pella and/or with the goods and services offered under the 

PELLA mark. 

27. Defendant’s unauthorized use of the designation CAPELLA in connection with 

decorative window lites, side lites, transom lites, and related goods constitutes trademark 

infringement in violation of Section 32 of the Lanham Act, 15 U.S.C. § 1114.  Defendant’s use 

of CAPELLA is likely to cause confusion, mistake, and/or deception in the marketplace as to the 

source or origin of its goods, and falsely suggests that Defendant’s goods are sponsored by, 

connected to, or otherwise associated with Pella. 

28. As a direct and proximate result of Defendant’s knowing, deliberate, and willful 

infringement of the PELLA mark, Pella has suffered, and will continue to suffer, irreparable 
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harm to its business, reputation, and goodwill, unless and until Defendant’s actions as alleged 

herein are permanently enjoined.  

29. As a direct and proximate result of Defendant’s actions described herein, Pella is 

entitled to a monetary recovery under 15 U.S.C. § 1117 in an amount to be proven at trial. 

30. Defendant’s actions described herein have been knowing, willful, and deliberate.  

This is therefore an exceptional case within the meaning of 15 U.S.C. § 1117(a), and Pella 

should be awarded enhanced damages and its reasonable attorneys’ fees. 

COUNT II 

False Designation of Origin 

(15 U.S.C. § 1125(a)) 

 

31. Pella repeats and realleges the preceding paragraphs as if fully set forth herein. 

32. Pella commenced use of the PELLA mark in interstate commerce prior to any use 

of the designation CAPELLA by Defendant. 

33. Defendant is not authorized to use the PELLA mark or any designation 

confusingly similar to or that in any way represents or implies that Defendant and/or its goods 

are in any way associated with Pella and/or with the goods and services offered under the 

PELLA mark. 

34. Defendant’s unauthorized use of the designation CAPELLA in connection with 

decorative window lites, side lites and transom lites, and related goods constitutes false 

designation of origin in violation of Section 43 of the Lanham Act, 15 U.S.C. § 1125(a).  

Defendant’s use of CAPELLA is likely to cause confusion, mistake, and/or deception in the 

marketplace as to the source or origin of its goods, and falsely suggests that Defendant’s goods 

are sponsored by, connected to, or otherwise associated with Pella. 
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35. As a direct and proximate result of Defendant’s knowing, deliberate, and actions 

described herein, Pella has suffered, and will continue to suffer, irreparable harm to its business, 

reputation, and goodwill, unless and until Defendant’s actions as alleged herein are permanently 

enjoined.  

36. As a direct and proximate result of Defendant’s actions described herein, Pella is 

entitled to a monetary recovery under 15 U.S.C. § 1117 in an amount to be proven at trial. 

37. Defendant’s actions described herein have been knowing, willful, and deliberate.  

This is therefore an exceptional case within the meaning of 15 U.S.C. § 1117(a), and Pella 

should be awarded enhanced damages and its reasonable attorneys’ fees. 

COUNT III 

Trademark Dilution  

(15 U.S.C. § 1125(c)) 

 

38. Pella repeats and realleges the preceding paragraphs as if fully set forth herein. 

39. The PELLA mark is famous and distinctive as it is widely recognized by the 

general consuming public of the United States as a designation of the source of Pella’s products. 

40. After the PELLA mark became famous, Defendant began use in commerce of 

CAPELLA, which is likely to cause dilution by blurring in violation of Section 43 of the Lanham 

Act, 15 U.S.C. § 1125(c).  Defendant’s use of CAPELLA is likely to dilute the distinctive quality 

of the PELLA mark and weaken the association between the famous PELLA mark and the goods 

Pella offers thereunder. 

41. As a direct and proximate result of Defendant’s knowing, deliberate, and actions 

described herein, Pella has suffered, and will continue to suffer, irreparable harm to its business, 

reputation, and goodwill, unless and until Defendant’s actions as alleged herein are permanently 

enjoined.   
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42. As a direct and proximate result of Defendant’s actions described herein, Pella is 

entitled to a monetary recovery under 15 U.S.C. § 1117 in an amount to be proven at trial. 

43. Defendant’s actions described herein have been knowing, willful, and deliberate.  

This is therefore an exceptional case within the meaning of 15 U.S.C. § 1117(a), and Pella 

should be awarded enhanced damages and its reasonable attorneys’ fees. 

COUNT IV 

Unfair Competition 

(Common Law) 

 

44. Pella repeats and realleges the preceding paragraphs as if fully set forth herein. 

45. Defendant’s unauthorized use of the designation CAPELLA as alleged herein 

constitutes common law unfair competition.  Defendant’s use of CAPELLA is likely to cause 

confusion, mistake and/or deception as to the source or origin of Defendant’s goods, and to 

falsely suggest that Defendant and its goods are sponsored by, connected to, or associated with 

Pella. 

46. Defendant’s wrongful use of the designation CAPELLA is knowing, deliberate, 

and willful. 

47. As a direct and proximate result of Defendant’s actions described herein, Pella 

has suffered, and will continue to suffer, irreparable injury to its business, reputation, and 

goodwill, unless and until the Court permanently enjoins Defendant’s actions.   

48. As a direct and proximate result of Defendant’s actions described herein, Pella 

has suffered, and will continue to suffer, monetary damages in an amount to be proven at trial. 
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COUNT V 

Injury to Business Reputation – Dilution 

(Iowa Code 548.113) 

 

49. Pella repeats and realleges the preceding paragraphs as if fully set forth herein. 

50. The PELLA mark is famous and distinctive in Iowa as it is widely recognized by 

the general consuming public of Iowa as a designation of the source of Pella’s products. 

51. After the PELLA mark became famous in Iowa, Defendant began use in 

commerce of CAPELLA, which is likely to dilute the distinctive quality of the PELLA mark and 

weaken the association between the famous PELLA mark and the goods Pella offers thereunder. 

52. As a direct and proximate result of Defendant’s knowing, deliberate, and actions 

described herein, Pella has suffered, and will continue to suffer, irreparable harm to its business, 

reputation, and goodwill, unless and until Defendant’s actions as alleged herein are permanently 

enjoined.   

53. Defendant’s actions described herein have been knowing, willful, deliberate, and 

in bad faith.  Pella is therefore entitled under Iowa Code 548.113 to recover money damages, 

reasonable attorneys’ fees, and enhanced damages.  

PRAYER FOR RELIEF 

 WHEREFORE, Pella prays that this Court: 

A. Permanently enjoin and restrain Clopay, its officers, agents, servants, employees 

and attorneys, and any other person in active concert or participation with them who receive 

actual notice of the Court’s order, from using the CAPELLA mark and any other mark or 

designation confusingly similar to the PELLA Mark; 
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B. Order Defendant to pay to Pella damages sustained by reason of Defendant’s 

willful trademark infringement, false designation of origin, trademark dilution, unfair 

competition, and other wrongful conduct;  

C. Order Defendant to account for and to pay Pella all profits derived by Defendant 

by reason of the acts complained of herein;  

D. Treble all profits and damages owing to Pella due to Defendant’s willful 

trademark infringement, false designation of origin, and trademark dilution pursuant to 15 U.S.C. 

§ 1117(a); 

E. Treble all profits and damages owing to Pella due to Defendant’s willful acts 

causing injury to Pella’s business reputation and trademark dilution pursuant to Iowa Code 

548.113; 

F. Order Defendant to pay Pella its reasonable attorneys’ fees and costs pursuant to 

15 U.S.C. §§ 1117(a) and Iowa Code 548.113 and/or other applicable law; and 

 G. Grant Pella such other and further relief as the Court may find to be just and 

proper. 

DEMAND FOR JURY TRIAL 

 Pursuant to Federal Rule of Civil Procedure Rule 38(b), Pella demands a trial by jury on 

all claims to which a right to jury trial exists under law. 
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Dated: June 9, 2016  FAEGRE BAKER DANIELS LLP 

 

 

 /s/ Ross W. Johnson     

Ross W. Johnson  

801 Grand Avenue, 33rd Floor  

Des Moines, Iowa  50309-8002 

Telephone: (515) 248-9000 

Facsimile:    (515) 248-9010 

Email: ross.johnson@faegrebd.com 

 

Counsel for Pella Corporation   

 

 
US.106765246.01 
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